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DETAILED ACTION 

Election/Restriction 

1. Claims 10-15, 23-27, 37-41, and 42-45 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to nonelected inventions, there being no allowable 
generic or linking claim. Applicant provisionally traversed the restriction (election) requirement 
in a telephone interview on July 2, 2001 (see attachment). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 28-29, and 32-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 5,800,905 to Sheridan et al in view of US Patent 2,41 1,075 to Wyrick. 

Sheridan et al disclose a method of forming a multilayered foil product by providing a 
continuous stack of metal foil layer (see Figure 10). However, they do not disclose forming a z- 
folded pack of the continuous stack of metal foil layers. 

Wyrick discloses a method for producing a multilayer stack comprising: combining a 
plurality of continuous sheet material layers (6) to form an advancing continuous stack (E) of 
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layers; scoring or creasing the advancing stack across a portion of the width of the stack at 
predetermined intervals; causing the continuous stack to fold in alternating directions at the 
scored or creases; and piling the alternatively folding stack in a zigzag fashion to form a z-fold 
pack (15) of the continuous stack of layers. See Figure 1 for more details. In this method the 
continuous layers are disclosed to be paper. 

Regarding claim 28, it would have been obvious to one of ordinary skill in the art, at the 
time of invention, to have formed the multilayer metal foil stack of Sheridan et al by performing 
the method of Wyrick using metal foil, since these materials are all sheet materials and all have 
similar properties with respect to material handling as paper (e.g. folding, conveying, stacking), 
and therefore they can be also be automatically stacked in a multilayered fashion. 

Regarding claims 29, and 33-35, Wyrick discloses a crease mechanism (I) which imparts 
a pattern to all layers of the stack. This can be considered an embossing process. 

Regarding claim 32, the layers are all flat materials. 
4. Claims 30-31 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sheridan et al/Wyrick as applied to claim 28 above, and further in view of Applicants' Admitted 
Prior Art (AAPA). 

Wyrick discloses the invention above. However, he does not disclose providing a 
previously pattered metal foil layer. 
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AAPA, as found on pages 1-2 and 10, paragraph 1 of the specification, discloses a variety 
of multilayer metal foil products that comprise metal foils having foil/fiber layers having various 
patterns. 

Regarding claims 30-31 and 36, it would have been obvious to one of ordinary skill in the 
art, at the time of invention, to have performed the method of Wyrick using metal foil having a 
pattern thereon, in light of the teaching of AAPA, in order to form conventional continuous 
multilayer metal foil products. 

5. Claims 46-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
US Patent 5,800,905 to Sheridan et al in view of US Patent 1,489,833 to Keller. 

Sheridan et al disclose a method of forming a multilayered foil product by providing a 
continuous stack of metal foil layer (see Figure 10). However, they do not disclose forming a 
product from a z-folded pack of the continuous stack of metal foil layers. 

Keller discloses a method for forming books (Q) comprising: feeding to a parts forming 
operation a continuous stack of sheet material layers from a z-fold pack (J) of continuous 
multilayer stack; and forming and cutting (K,I) individual multilayer parts (Q) from the stack. 
See Figure 3 for more details. 

Regarding claim 46, it would have been obvious to one of ordinary skill in the art, at the 
time of invention, to have formed the multilayer metal foil stack of Sheridan et al by performing 
the method of Keller using metal foil, since these materials are all sheet materials and all have 
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similar properties with respect to material handling as paper (e.g. folding, conveying, stacking), 
and therefore products can automatically formed from the stack. 

Regarding claim 47-48, Official Notice is taken that books include text which may be 
typed. A typing process can be considered an embossing process. 

Regarding claim 49, paper can be considered a fiber layer. 

Allowable Subject Matter 

6. Claims 1-9 and 16-22 are allowed. 

7. The following is a statement of reasons for the indication of allowable subject matter: the 
prior art of record does not teach or suggest a method of forming a multilayer metal foil product; 
comprising providing a continuous stack of metal foil layer, separating the layers, recombining 
the layers, and forming and cutting individual products, in combination with the other claimed 
subject matter. Based on the specification a stack in disclosed to comprise z-folds (or zigzags) as 
shown in reference numeral (23) in Figure 1. 

Prior Art References 

8. The prior art references listed on the enclosed PTO-892, but not used in a rejection of the 
claims, are cited for their teachings of manufacturing a multilayer metal product. 
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Contact Information 


9. Official documents related to the instant application may be submitted to the Technology 
Center 3700 mail center by facsimile at (703) 305-3579/3580. Should Applicant desire to submit 
a DRAFT response to the Examiner by facsimile transmission, then Applicant should contact the 
Examiner at the number below for instructions concerning the transmission of DRAFT 
documents. Applicant is reminded to clearly mark any facsimile transmission as "DRAFT" if it 
is not to be considered as an official response. 

10. Any inquiry concerning this communication should be directed to Examiner Eric 
Compton at telephone number (703) 305-0240. 



S. THOMAS HUGHES 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3700 



September 4, 2001 
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DETAILED ACTION 


Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-9, 16-22, 28-36, 46-49, drawn to a method of forming a multilayer metal 
foil product, classified in class 29, subclass 17. 1+. 

II. Claims 10-15, 23-27, 37-41, drawn to an apparatus for producing a multilayer 
metal foil product, classified in class 29, subclass 33R+. 

III. Claims 42-45, drawn to multilayer metal foil product, classified in class 428, 
subclass 603. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as apparatus and product made. The inventions in this relationship 
are distinct if either or both of the following can be shown: (1) that the apparatus as claimed is not 
an obvious apparatus for making the product and the apparatus can be used for making a different 
product or (2) that the product as claimed can be made by another and materially different 
apparatus (MPEP § 806.05(g)). In this case the product as claimed can be made by another and 
materially different apparatus such as performing the separating, forming and/or assembling 
manually, e.g. by hand. In addition, the product can be made by a process using an apparatus 
which performs the forming operation on a continuous sheet, cuts the formed sheet and adds the 
individual sheets to the final assembly one at a time. 
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3. Inventions I and III are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
product as claimed can be made by another and materially different process which uses an 
apparatus which performs the forming operation on a continuous sheet, cuts the formed sheet and 
adds the individual sheets to the final assembly one at a time. 

4. Inventions I and II are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). In this case process as claimed 
can be practiced by hand. 

5. Because these inventions are distinct for the reasons given above and the searches required 
for Groups I, II and III are not coextensive and are not required for the other groups, restriction 
for examination purposes as indicated is proper. 

6. On July 2, 2001, Gene Dillahunty (Reg. No. 25,423) made a provisional election with 
traverse to prosecute the invention of Group I, claims 1-9, 16-22, 28-36, 46-49. Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 10-15, 23-27, 37- 
45 withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to 
non-elected inventions. 
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7. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1.48(b) and by the 
fee required under 37 CFR 1. 17(i). 


/ 


